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DETAILED ACTION 

1 . This action is in response to Applicant's submission filed 4/26/07, responding to the 
12/26/06 Office action which detailed the rejection of claims 1-10. Claims 7 and 8 have been 
amended. Claims 1-10 remain pending in the application and have been fully considered by the 
examiner. 



Response to Arguments 

2. The cancellation of claim 5 has obviated both the drawing objections under 37 CFR 
1.83(a), and the rejections of claim 5 under 35 U.S.C. 1 12, 1 st and 2 nd paragraphs. Also, the 
replacement drawings have obviated the objection under 37 CFR 1.84. These objections and 
rejections are withdrawn. 

3. The objection to the specification is obviated by the specification amendment. This 
objection is withdrawn. 

4. The amendment to the specification does not provide a clear definition of the term 
"storage medium." Interpretations of the term could include such non-tangible media as a 
transmission medium. A transmission medium is not interpreted as providing a tangible 
embodiment. Therefore, the rejection under 35 U.S.C. 101 is maintained. A clear definition of 
the term "storage medium" is required in order to overcome the rejection. 

5. The amendment to claim 8 has obviated the rejection under 35 U.S.C. 112, 2 nd paragraph. 
This rejection is withdrawn. 

6. Applicant's arguments filed 4/26/07 have been fully considered but they are not 
persuasive. 
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In response to applicant's argument that the references fail to show certain features of 
applicant's invention (see 2 nd paragraph on page 10 filed 4/26/07), it is noted that the features 
upon which applicant relies (i.e., "parameters that enable separation of machine geometry from process 

creation (see e.g. page 13, lines 28-30) when a minor step module can be created for a motion routine and the system 
configuration manager will independently define how the minor step module fits into a given machine(see e.g. page 
14, lines 1-3)") are not recited in the rejected claims. Although the claims are interpreted in light of 

the specification, limitations from the specification are not read into the claims. See In re Van 

Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

In the second paragraph on page 10, filed 4/26/07, Applicants argue that Becker 's cut-ff 
interconnections do not provide machine configuration independent of minor step modules. 
However, Becker 's interconnection module permits independent configuration using the cut-off 
interconnections. Applicants have not clearly explained why this would not provide 
configuration independence. Reasonable broad interpretation (as required by MPEP 2111) 
allows Becker 's interconnection module to provide this limitation. 

At the bottom of page 10, filed 4/26/07, Applicants argue that Becker fails to disclose the 
features of claim 2, which includes a major step module assembled from a plurality of said minor 
step modules to perform a larger machine function. Applicant is directed to paragraph [0023] as 
cited in the Office action, as well as Figure 2, which shows a "compound" object assembled from 
a plurality of "automation objects." In this case, the compound object is interpreted as a major 
step module which is assembled from a plurality of minor step modules. 

In the second paragraph at the top of page 11, Applicants essentially argue that Becker 's 
"compounds" cannot be considered equivalent to the claimed minor step modules. Applicants 5 
arguments do not comply with 37 CFR 1.1 1 1(c) because they do not clearly point out the 
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patentable novelty which he or she thinks the claims present in view of the state of the art 
disclosed by the references cited or the objections made. It is not clear why Becker 's compounds 
could not be considered equivalent to the claimed minor step modules. Reasonable broad 
interpretation is made in view of the plain language of the claims. Becker 's compounds can be 
assembled to provide an automation procedure as claimed in claim 7. Applicants have not 
provided any reasoning to the contrary. 

In paragraphs 2 and 3 on page 12, and in the 1 st paragraph on page 13, Applicants 
essentially argue that there is no suggestion to combine the references. In response to 
Applicants' argument that there is no suggestion to combine the references, the examiner 
recognizes that obviousness can only be established by combining or modifying the teachings of 
the prior art to produce the claimed invention where there is some teaching, suggestion, or 
motivation to do so found either in the references themselves or in the knowledge generally 
available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. 
Cir. 1988)and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
motivation to combine is found in the references themselves. Applicants' have admitted that the 
prior art provides a suggested advantage to a combination (see paragraph 3 on page 12 and 
paragraph 1 on page 13). The strongest rationale for combining references is a recognition, 
expressly or impliedly in the prior art or drawn from a convincing line of reasoning based on 
established scientific principles or legal precedent, that some advantage or expected beneficial 
result would have been produced by their combination. In re Sernaker, 702 F.2d 989, 994-95, 
217 USPQ 1, 5-6 (Fed. Cir. 1983). Therefore, the advantages suggested by the prior art provides 
the necessary motivation to combine. 
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Further arguments are based upon prior arguments as addressed above, and are not 
persuasive for the same reasons. 



Claim Rejections - 35 USC § 101 

7. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

8. Claim 10 is rejected under 35 U.S.C. 101 because it is directed to a "storage medium". 
The originally filed specification does not provide a clear definition of a "storage medium." The 
lack of a clear definition of a "medium" does not limit the medium to a tangible embodiment, 
and could be interpreted to include such non-tangible media as wireless transmission media, or 
an electro-magnetic signal. Claims that recite nothing but the physical characteristics of a form 
of energy, such as a frequency, voltage, or the strength of a magnetic field, define energy or 
magnetism, per se, and as such are nonstatutory natural phenomena. O'Reilly, 56 U.S. (15 How.) 
at 1 12-14. Moreover, it does not appear that a claim reciting a signal encoded with functional 
descriptive material falls within any of the categories of patentable subject matter set forth in 
Sec. 101. First, a claimed signal is clearly not a "process" under § 101 because it is not a series 
of steps. A claimed signal has no physical structure, does not itself perform any useful, concrete 
and tangible result and, thus, does not fit within the definition of a machine. A claimed signal is 
not matter, but a form of energy, and therefore is not a composition of matter. A product is a 
tangible physical article or object, some form of matter, which a signal is not. In contrast, a 
tangibly claimed computer-readable medium (e.g. magnetic or optical disk) encoded with a data 
structure defines structural and functional interrelationships between the data structure and the 
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computer software and hardware components which permit the data structure's functionality to 
be realized, and is thus statutory. For further information, see Official Gazette, Nov. 22, 2005, 
1300 OG 142, "Interim Guidelines for Examination of Patent Applications for Patent Subject 
Matter Eligibility", which can be found online at 

<http://www.uspto.gov/web/offices/com/sol/og/2005/week47/patgupa.htm>. 

Claim Rejections - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1, 2 and 7-9 are rejected under 35 U.S.C. 102(b) as being anticipated by US 
Patent Application Publication No. US 2002/0073094 Al by Becker et al. (hereinafter 
"Becker"). 

In regard to claim 1, Becker discloses: 

A modular system for programming machine automation controls (See Figures 1 
and 2), comprising: 

a library of minor step modules; See Fig. 2 element "B", also paragraph [0024], 
e.g. "models VI, V3 of a library B." 

a procedure creator for creating a machine automation procedure from an 
assembly of said minor step modules; See paragraph [0024], e.g. "function CC" 



Application/Control Number: 10/618,800 Page 7 

Art Unit: 2192 

a product type manager for inputting product parameters independent of said 
minor step modules; See paragraphs [0021] and [0026], e.g. "parameterizing module." 
Note that the parameterizing module affects the compound, not the modules in the 
library. 

a system configuration manager for defining machine configuration independent 
of said minor step modules; and See Fig. 1, element F3, and paragraphs [0020] and 
[0026], e.g. "Interconnection module F3." The interconnection module defines 
configuration by connection with other objects. 

an execution engine for calling said procedure and maintaining information flow 
in and out of said minor step modules. See Fig. 1, element F5, and paragraph [0022], e.g. 
"Automation object management F5." Note that automation objects (i.e. procedures) 
would be unable to be inserted if they could not be called. 

In regard to claim 2, the above rejection of claim 1 is incorporated. Becker 
further discloses: wherein procedures can further include major step modules assembled 
from a plurality of said minor step modules to perform a larger machine function. See 
paragraph [0023]. 

In regard to claim 7, Becker discloses: 

A modular method for programming machine automation controls. See 
paragraphs [0025] and [0026]. All further limitations have been addressed in the above 
rejection of claim 1. 
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In regard to claim 8, the above rejection of claim 7 is incorporated. All further 
limitations have been addressed in the above rejection of claim 2. 

In regard to claim 9, all limitations have been addressed in the above rejection of 
claim 1 . Note that the system of claim 1 is broadly interpreted as being implemented 
using software "modules." If these components were not modules, then they could not be 
described as functioning separately. 

Claim Rejections - 35 USC § 103 

1 1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

12. Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over Becker as 
applied to claim 2 above, and further in view of US Patent No. 6,061,602 to Meyer (hereinafter 
"Meyer"). 

In regard to claim 3, the above rejection of claim 2 is incorporated. Becker 
further discloses: wherein procedures are created from one or more components selected 
from the group consisting of major step, minor step, See above rejection of claims 1 and 
2. Becker does not expressly disclose repeat, and if statement. However, Meyer teaches 
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programming with repeat and if constructs. See Fig. 5, depicting a control loop (i.e. 
repeat) and conditional statements (i.e. "if statements"). It would have been obvious to 
one of ordinary skill in the art at the time the invention was made to use Meyer's teaching 
of programming with Becker's components since these provide fundamental 
programming concepts without requiring standard software programming code (see 
Meyer column 2 lines 15-20). 

In regard to claim 4, the above rejection of claim 1 is incorporated. Becker further 
discloses: output display. See paragraph [0031], e.g. "visual programming." Becker does 
not expressly disclose an information center to provide a common screen. However, 
Meyer teaches collecting icons in a display providing a common screen. See column 3 
line 63 - column 4 line 7. It would have been obvious to one of ordinary skill in the art at 
the time the invention was made to use Meyer's teaching of information displays with 
Becker's visual programming in order to interactively develop automation applications 
(see Meyer column 4 lines 3-7). 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Becker as applied 
to claim 1 above, and further in view of US Patent Application Publication No. US 
2002/0035403 Al by Clark et al. (hereinafter "Clark"). 

In regard to claim 5, the above rejection of claim 1 is incorporated. Becker does 
not expressly disclose: wherein security can be set to a plurality of access levels by 
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leveraging an existing security model to provide full access to some [users], while 
limiting access to other [users]. However, Clark teaches that a security model is 
leveraged to set security to an access level in order to regulate access. See paragraph 
[0046], e.g. "authenticate for root level access." It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use Clark's teaching of 
security with Becker's system in order to restrict operation to authenticated users (see 
Clark paragraph [0046]). 

14. Claims 6 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable over Becker 
as applied to claim 1 above, and further in view of US Patent No. 6,161,217 to Detlefs et al. 
(hereinafter "Detlefs"). 

In regard to claim 6, the above rejection of claim 1 is incorporated. Becker does 
not expressly disclose: wherein one or more minor step modules are directly embedded 
within the execution engine for improved performance. However, Detlefs teaches that 
modules can be "inlined" (i.e. embedded) into procedures to improve performance. See 
column 2 lines 53-62. It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to use Detlefs' teaching of inlining with Becker's modules 
in order to improve performance (see Detlefs column 2 lines 53-62). 



In regard to claim 10, Becker does not expressly disclose: A storage medium 
readable by a computer encoding a computer process. All further limitations have been 
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addressed in the above rejection of claim 1. However, Detlefs teaches that a storage 
medium is used to encode a computer process. See column 1 lines 32-36. It would have 
been obvious to one of ordinary skill in the art at the time the invention was made to use 
Detlefs' storage medium with Becker's system in order to configure a computer to 
implement the system (see Detlefs column 1 lines 35-36). 

Conclusion 

15. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to J. Derek Rutten whose telephone number is (571)272-3703. The 
examiner can normally be reached on M-F 8:00-4:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tuan Q. Dam can be reached on (571)272-3695. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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